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DETAILED ACTION 

1 . This Office Action is the answer to the Amendment filed on November 1 0, 2004, 
which paper has been placed of record in the file. 

2. Claims 24-32 have been added. 

Claims 1-32 are pending in this application. 

Response to Arguments/Amendment 

3. Applicant's arguments with respect to claims 1-32 have been considered but 
are moot in view of new grounds of rejection. 

4. Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Claim Rejections • 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Olienyk et al (hereinafter Olienyk), Journal of Financial Planning, in view of iShares, Inc 
(hereinafter iShares), Business Wire, "iShares, Inc. Announces Results of Special 
Shareholders' Meetings". 

Regarding to claim 1 , Olienyk teaches a financial product, comprising: 
a first fund that is traded on a trading marketplace in a first country, and 
registered in the first country (see abstract, the index fund called World Equity 
Benchmark Shares or WEBS; pages 5-7, in the beginning of 2000, there were WEBS 
for 17 different countries for trading: Japan, Malaysia, Singapore, Hong Kong, Australia, 
Mexico, United States, Mexico, Italy, Canada, Germany, Austria, France, Netherlands, 
United Kingdom; Spain, Belgium; e.g. the first fund is Mexican WEBS is traded on 
Mexican market), 

an index of securities that are traded in a second, different country, that the first 
fund is based on and being arbitragable with a second fund that is based on the index 
and which is registered in the second different country, and wherein the first fund has a 
creation unit basis that is substantially the same basis as a creation unit basis for the 
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second fund (page 4, see "World Equity Benchmark Shares"; WEBS is being based on 
Morgan Stanley Capital International (MSCI) stock market index, WEBS are open-end 
index funds, their shares like closed-end country funds, are traded in the secondary 
market, i.e. traded on American Stock Exchange; e.g. the first fund is Mexican WEBS is 
being arbitragable with a second fund, e.g. Canadian WEBS based on the MSCI index; 
Mexican and Canadian WEBS have the same creation unit basis). 

Olienyk does not teach a memory storing a data structure that represents a 
financial product includes a field that identifies a first fund and a field that identified an 
index of securities. However, iShares teaches a memory storing a data structure that 
represents a financial product includes a field that identifies a first fund and a field that 
identified an index of securities (see page 2; iShares has a website www.ishares.com 
containing a full list of the 44 currently available iShares exchange traded funds, a list 
includes 44 fields represent 44 iShares exchange traded funds). Therefore, it would 
have been obvious to one with ordinary skill in the art at the time the invention was 
made to include the teaching of iShares above with Olienyk' s for the purpose of 
providing a memory for storing a financial product in order to trade financial product in 
the market. 

Regarding to claim 2, Olienyk teaches the first fund is a first index-tracking fund, 
issuing tracking fund shared that are traded in the marketplace in the first country (e.g. 
Mexican WEBS is a first index-tracking fund that are traded in the Mexican market). 

Regarding to claim 3, Olienyk teaches the marketplace is an exchange, and 
electronic market, over-the-counter marketplace, an electronic communication network 
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(ECN), or other securities trading marketplace (page 2, see "Buying foreign Stocks 
Directly"). 

Regarding to claim 4, Olienyk teaches the first tracking fund and the second 
tracking fund each track the same index (e.g. Mexican and Canadian WEBS track the 
same MSCI index). 

Regarding to claim 5, Olienyk teaches the first tracking fund and the second 
tracking fund are designed to track or outperform the price and yield performance of the 
index (pages 5-8). 

Regarding to claim 6, Olienyk teaches the fist index tracking fund can be traded 
on marketplaces in the first country, or on marketplaces n other countries, other than 
marketplaces in the second country (e.g. Mexican WEBS is a first index-tracking fund 
that are traded in the Mexican market). 

Regarding to claim 7, Olienyk teaches the first tracking fund shares are not 
fungible with second tracking fund shares at the share level (page 4, see "World Equity 
Benchmark Shares"; the WEBS are issued and redeemed only through "creation units"). 

Regarding to claim 8, Olienyk teaches the first tracking fund is designed to permit 
arbitrage of the first tracking fund with the second tracking fund (page 5, see "World 
Equity Benchmark Shares"). 

Regarding to claim 9, Olienyk does not teach the composition of the creation unit 
is based on the index and is adjusted as determined by an agent such as an index 
receipt agent, trustee, administrator, or other entity designed to perform that function. 
However, iShares teaches the composition of the creation unit is based on the index 
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and is adjusted as determined by an agent such as an index receipt agent, trustee, 
administrator, or other entity designed to perform that function (page 2, Barclays Global 
Investors or BGI is the world's largest institutional investment manager, and the world's 
largest provider of structured investment strategies such as indexing, tactical asset 
allocation, and quantitative active strategies). Therefore, it would have been obvious to 
one with ordinary skill in the art at the time the invention was made to include the 
teaching of iShares above with Olienyk's for the purpose of providing an entity for 
performing the adjustment of the composition of the creation unit. 

Regarding to claim 10, Olienyk teaches there exists a known numerical 
relationship or ratio between the share aggregation size of a creation unit of the first 
tracking fund and the share aggregation size of a creation unit of the second tracking 
fund (page 4, see 'World Equity Benchmark Shares"; the NAV of the creation units 
deviate by a small fraction of a percent from the price of the WEBS in the secondary 
market). 

Regarding to claim 1 1 , Olienyk teaches a fist tracking fund having shared that are 
traded on a first marketplace, comprising: fund shares that are traded on a first 
marketplace, the first tracking fund registered in a first country; a second fund being 
based on an index of securities, the second fund traded in a second, different country 
and registered in the second country, wherein the first fund is structured with a creation 
unit basis that is substantially the same creation unit basis as for the second fund and 
wherein calculation of the net asset value of the first fund occurs essentially or exactly 
the same time that second country fund has its NAV calculated (page 4, see 'World 
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Equity Benchmark Shares"; WEBS is being based on Morgan Stanley Capital 
International (MSCI) stock market index, WEBS are open-end index funds, their shares 
like closed-end country funds, are traded in the secondary market, i.e. traded on 
American Stock Exchange; e.g. the first fund is Mexican WEBS is being arbitragable 
with a second fund, e.g. Canadian WEBS based on the MSCI index; Mexican and 
Canadian WEBS have the same creation unit basis; page 4, "see Closed-End Funds"; 
WEBS like closed-end country funds, net asset value calculated weekly or daily, e.g. 
Mexican and Canadian WEBS are traded on American Stock Exchange, thus the net 
asset value of both Mexican and Canadian WEBS are calculated exactly the same 
time). 

Olienyk does not teach a memory storing a data structure that represents a first 
tracking fund includes a field that identifies fund shares and a field that identified a 
second fund. However, iShares teaches a memory storing a data structure that 
represents a first tracking fund includes a field that identifies fund shares and a field that 
identified a second fund (see page 2; iShares has a website www.ishares.com 
containing a full list of the 44 currently available iShares exchange traded funds, a list 
includes 44 fields represent 44 iShares exchange traded funds). Therefore, it would 
have been obvious to one with ordinary skill in the art at the time the invention was 
made to include the teaching of iShares above with Olienyk's for the purpose of 
providing a memory for storing a financial product in order to trade financial product in 
the market. 
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Claims 12-15 have similar limitations found in claims 3, 4, 6, 10 above, therefore 
are rejected by the same rationale. 

Regarding to claim 16, Olienyk teaches a method of administering a financial 
product that is traded on a first marketplace, comprising the characteristics of: providing 
a creation unit having a basis that is substantially the same basis as the creation unit 
basis for a second fund that is trade on a second marketplace in a different country as 
the fist fund (page 4, see "World Equity Benchmark Shares"; e.g. Mexican and 
Canadian WEBS have the same creation unit basis). 

Olienyk does not teach a computer-based method comprising administering in a 
computer system a first fund. However, iShares teaches a computer-based method 
comprising administering in a computer system a first fund (see page 2; iShares has a 
website www.ishares.com containing a full list of the 44 currently available iShares 
exchange traded funds). Therefore, it would have been obvious to one with ordinary skill 
in the art at the time the invention was made to include the teaching of iShares above 
with Olienyk's for the purpose of providing a memory for storing a financial product in 
order to trade financial product in the market. 

Regarding to claim 17, Olienyk teaches a method of administrating a first fund 
that is traded on a first marketplace, comprising the characteristics of: calculating the 
net asset value of the first fund at essentially or exactly the same time that the net asset 
value of a second country fund has its net asst value calculated, with the first fund and 
the second fund each tracking the same index of financial products (page 4, WEBS like 
closed-end country funds, net asset value calculated weekly or daily, e.g. Mexican and 
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Canadian WEBS are traded on American Stock Exchange, thus the net asset value of 
both Mexican and Canadian WEBS are calculated exactly the same time). 

Olienyk does not teach a computer-based method comprising administering in a 
computer system a first fund. However, iShares teaches a computer-based method 
comprising administering in a computer system a first fund (see page 2; iShares has a 
website www.ishares.com containing a full list of the 44 currently available iShares 
exchange traded funds). Therefore, it would have been obvious to one with ordinary skill 
in the art at the time the invention was made to include the teaching of iShares above 
with Olienyk's for the purpose of providing a memory for storing a financial product in 
order to trade financial product in the market. 

Claims 18-23 have similar limitations found in claims 16, 17, 3, 4, 6, 10 above, 
therefore, are rejected by the same rationale. 

Claims 24-30 have similar limitations found in claims 16, 17, 2-4, 10, 11, above, 
therefore, are rejected by the same rationale. 

Regarding to claim 31 , Olienyk teaches wherein the first country and the second 
country are in different times zones (e.g. Mexico and Malaysia have different times 
zones). 

Regarding to claim 32, Olienyk does not teach wherein trading in the shares of 
one fund uses as a reference the prices or expected prices of the shares of the second 
fund. However, this feature is well known in the art of stock trading. Therefore, it would 
have been obvious to one with ordinary skill in the art at the time the invention was 
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made to include the teaching above with with Olienyk's modified by of iShares for the 
purpose of providing more efficiency in estimating the price for a fund. 

Conclusion 

7. Claims 1-32 are rejected. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Nga B. Nguyen whose telephone number is 
(703) 306-2901 . The examiner can normally be reached on Monday-Thursday from 
9:O0AM-6:O0PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on (703) 308-0505. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 306-1113. 

9. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
C/o Technology Center 3600 
Washington, DC 20231 

Or faxed to: 

(703) 872-9326 (for formal communication intended for entry), 

or 



Application/Control Number: 09/758,967 Page 1 1 

Art Unit: 3628 

(703) 308-3691 (for informal or draft communication, please label 
"PROPOSED" or "DRAFT"). 

Hand-delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, Seventh Floor (Receptionist). 



Nga B. Nguyen 
February 18, 2005 



